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DETAILED ACTION 



Priority 

1 . Receipt is acl<nowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), which 
papers have been placed of record in the file. 



Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on April 27, 2006 was filed 
after the mailing date of the instant application on April 27, 2006. The submission is in 
compliance with the provisions of 37 CFR 1 .97. Accordingly, the information disclosure 
statement is being considered by the examiner. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation of "a Tg of the resulting mixture." However, it is 
unclear what Tg stands for in the claimed invention. Thus, one of ordinary skill in the art 
would not be able to define the metes and bounds of the claimed invention. 
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5. A broad range or limitation togetlier with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 7 recites the 
broad recitation "in which the TT-conjugated semiconducting polymer comprises at least 
5%", and the claim also recites "preferably at least 40%, more preferably at least 90%" 
which is the narrower statement of the range/limitation. 

6. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
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question or doubt as to wlietlier tine feature introduced by sucli language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 9 recites the 
broad recitation "in which the ir-conjugated semiconducting polymer comprises 2 to 400 
conjugated units", and the claim also recites "more preferably 5 to 200 conjugated units 
and most preferably 7 to 140 conjugated units" which is the narrower statement of the 
range/limitation. 

7. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 13 recites the 
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broad recitation "total number of monomer.. .is 0.1 to 0.6", and the claim also recites 
"and more preferably 0.2 to 0.3" which is the narrower statement of the range/limitation. 

8. A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031 , 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 1 31 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 14 recites the 
broad recitation "Tg of the semiconducting material in the mixture is preferably 5 to 60% 
by weight", and the claim also recites "more preferably at least 10%, even more 
preferably at least 25% and still more preferably at least 40%" which is the narrower 
statement of the range/limitation. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 1-16, as best understood, rejected under 35 U.S.C. 102(b) as being 
anticipated by Kanitz et al (WO 02/2161 1). 

In re claims 1,12, and 15, Kanitz et al discloses a process of producing a 
semiconducting layer that comprises: the preparation of a spin-on solution (p. 33 
"Beispiel 28") by mixing an oxetane functional ized hole transporting n-conjugated 
triarylamine polymer (p. 33 lines 1-17 compound VII) with an oxetane cross-linkable 
solvent ("vernetzbares Losungsmittel", p. 30 line "Beispiel 26") and adding a 
photoinitiator (p. 33 line 27); spin coating an ITO substrate; and cross-linking the layer 
using UV light (p. 34 first paragraph). Since the same type of compounds are used in 
Kanitz et al as in the present application, it is inherent from Kanitz et al that there results 
in a Tg of the resulting mixture which prior to cross-linking is lower than that of the 
semiconducting material. 

In re claim 2, Kanitz et al discloses the cross-linking is carried out at a 
temperature near to the resulting Tg of the mixture (i.e. p. 33 to 34). 

In re claims 3-5, Kanitz et al discloses the semiconducting polymer has at least 
one cross-linkable group (i.e. p. 33). 
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In re claims 6-9, Kanitz et al discloses the use of a triarylamine polymer in the 
process (i.e. p. 33 lines 1-17 compound VII). 

In re claims 10 and 13-14, Kanitz et al discloses the functional cross-linkable 
groups comprise oxetane groups (i.e. p. 30). 

In re claim 11, Kanitz et al discloses cross-linking is photochemically initiated (i.e. 
p. 33 line 27). 

In re claim 16, the recitation "a device" in the claim preamble specifies an 
intended use or field of use and is treated as nonlimiting since it has been held that in 
device claims, intended use must result in a structural difference between the claim 
invention and the prior art in order to patentably distinguish the claim invention from the 
prior art. If the phor art structure is capable of performing the intended use, then it 
meets the claim. In re Casey, 152 USPQ 235 (CCPA 1967); In re Otto, 136 USPQ 458, 
459 (CCPA 1963). A claim containing a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus if the prior art apparatus teaches all the structural 
limitations of the claim. Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 
1987). 
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Conclusion 

Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to ANTHONY HO whose telephone number is (571)270- 
1432. The examiner can normally be reached on M-F: 9:30AM-5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kenneth Parker can be reached on 571-272-2298. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/A. H./ 

Examiner, Art Unit 2815 
/Kenneth A Parker/ 

Supervisory Patent Examiner, Art Unit 2815 



